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DETAILED ACTION 

1. Claims 1-64 are pending. 

Claim Objections 

2. Claim 34 is objected to because of the following informalities: Applicant states "...the user 
requests being supplied by a user trough a web browser..." It is thought Applicant meant to 
write "...the user requests being supplied by a user through a web browser...". Appropriate 
correction is required. 

Double Patenting 

3. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller 
v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 
1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling or 
amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101 . 
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4. Claims 1-1 1, 14-38, 47, 49, 50, 52, 61, and 63 are provisionally rejected under 35 U.S.C. 101 
as claiming the same invention as that of claims 1-35 of copending Application No. 
09/894,976. This is a provisional double patenting rejection since the conflicting claims have 
not in fact been patented. 



Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

6. Claims 1, 12-22, 27, 28, 33, 34, 38-45, 52-59, and 64 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Hurtado et al. (U.S. 6,418,421). 



7. With respect to claim 1, Hurtado discloses a system for delivery of media files to a particular 
digital media playback device, comprising: a content server operable to: receive device- 
identifying information obtained from a particular digital media playback device, and 
distribute media files in response to the received device-identifying information (Hurtado, 
col. 21, lines 21-30); and a download manager operable to: obtain device-identifying 
information from a particular digital media playback device that is in communication with 
the download manager, forward the obtained device-identifying information to the content 
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server over a public communication network, receive media files over the public 
communication network from the content server (Hurtado, col. 21, lines 41-48), and 
distribute the received media files to the particular digital media playback device for 
playback on the particular digital media playback device (Hurtado, col. 14, lines 31-39). 

8. With respect to claim 12, Hurtado discloses the invention substantially including the system 
where the download manager resides on a hardware platform and the digital media playback 

, device is intermittently connected to the hardware platform (Hurtado, col. 14, lines 21-39). 

9. With respect to claim 13, Hurtado discloses the invention substantially including the system 
where the download manager further is operable to cache downloaded media files locally on 
the hardware platform (Hurtado, col. 14, lines 21-39). 

10. With respect to claim 14, Hurtado discloses the invention substantially including the system 
where the media file formats include MP3 files, WMA files, SAF files, BMT files, RM files, 
and VQF files (Hurtado, col. 9, lines 3 1-34). 

11. With respect to claim 15, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a portable device for playback of media files 
(Hurtado, col. 9, lines 28-30). 
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12. With respect to claim 16, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a non-portable home sound reproduction system 
(Hurtado, col. 9, lines 28-30). 



13. With respect to claim 17, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a cellular telephone (Hurtado, col. 9, lines 28-30). 



14. With respect to claim 18, Hurtado discloses the invention substantially including the system 
where the digital media playback device comprises a television set top box (Hurtado, col. 9, 
lines 28-30). 



15. With respect to claim 19, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a web pad (Hurtado, col. 9, lines 28-30). 



16. With respect to claim 20, Hurtado discloses the invention substantially including the system 
where the digital media playback device is an Internet radio device (Hurtado, col. 9, lines 28- 
30). 



17. With respect to claim 21, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a hybrid device (Hurtado, col. 9, lines 28-30). 
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18. With respect to claim 22, Hurtado discloses the invention substantially including the system 
where the digital media playback device is a digital media playback module (Hurtado, col. 
14, lines 26-27). 

19. With respect to claim 27, Hurtado discloses the invention substantially including the system 
where the public communication network is the Internet (Hurtado, col. 9, lines 35-38). 

20. With respect to claim 28, Hurtado discloses a method for delivery of media files to a 
particular digital media playback device, comprising: obtaining device-identifying 
information from a particular digital media playback device with a download manager that is 
in communication with the digital media playback device; forwarding the obtained device- 
identifying information from the download manager to a content server over a public 
communication network; receiving the device-identifying information at the content server; 
distributing media files from the content server to the download manager in response to the 
received device-identifying information (Hurtado, col. 21, lines 41-48); receiving the media 
files at the download manager; distributing the received media files to the particular digital 
media playback device for playback on the digital media playback device (Hurtado, col. 14, 
lines 31-39). 

21. With respect to claim 33, Hurtado discloses the invention substantially including the method 
further comprising: displaying representations of media files that are playable on the digital 
media playback device to a user in a web browser (Hurtado, col. 75, lines 1-35). 
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22. With respect to claim 34, Hurtado discloses the invention substantially including the system 
where the application server further is operable to: receive user requests for controlling the 
function of the particular digital media playback device, the user requests being supplied by a 
user through the web browser; and generate control commands to the download manager, the 
control commands instructing the download manager to carry out the user requests on the 
particular digital media playback device (Hurtado, col. 75, line 47 - col. 76, line 2). 

23. With respect to claims 38 and 52, Hurtado discloses the invention substantially including a 
system for providing media content to digital media playback devices, comprising: an 
application server for assembling media content and transmit the assembled media content to 
digital media playback devices (Hurtado, col. 11, lines 48-55), the application server being 
configured to: receive device-identifying information derived from a digital media playback 
device; securely authenticate the digital media playback device based on the received device- 
identifying information (Hurtado, col. 21, lines 21-30); obtain media content and usage rights 
(Hurtado, col. 21, lines 21-30); assemble the media content and the usage rights into a format 
that can be rendered on the authenticated digital media playback device; and transmit the 
assembled media content and usage rights to the digital media playback device (Hurtado, col. 
21, lines 55-61). 

24. With respect to claims 39 and 53, Hurtado discloses the invention substantially including the 
system where the application server further is configured to generate and distribute 
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instructions for remote management of the media content on the digital media playback 
device (Hurtado, col. 14, lines 21-39). 

25. With respect to claims 40 and 54, Hurtado discloses the invention substantially including the 
system where the instructions for remote management comprise instructions to add specific 
media content to existing media content on the digital media playback device (Hurtado, col. 
14, lines 21-39). 

26. With respect to claims 41 and 55, Hurtado discloses the invention substantially including the 
system where the instructions for remote management comprise instructions to remove 
specific media content from the digital media playback device (Hurtado, col. 14, lines 21- 
39). 

27. With respect to claims 42 and 56, Hurtado discloses the invention substantially including the 
system where the instructions to remove specific media content are generated in response to a 
request from a user (Hurtado, col. 14, lines 21-39). 

28. With respect to claims 43 and 57, Hurtado discloses the invention substantially including the 
system where the instructions to remove specific media content are generated automatically 
(Hurtado, col 14, lines 21-39) when a predetermined time period expires, if the specific 
media content on the playback device is time limited (Hurtado, col. 9, lines 53-62). 
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29. With respect to claims 44 and 58, Hurtado discloses the invention substantially including the 
system where the instructions for remote management comprise instructions to change the 
sequence of media content that is listed in a playback list on the digital media playback 
device (Hurtado, col. 14, lines 21-39). 

30. With respect to claims 45 and 59, Hurtado discloses the invention substantially including the 
system where the instructions for remote management comprise instructions to play back 
media content selected from existing media content on the digital media playback device 
(Hurtado, col. 14, lines 27-28). 

3 1 . With respect to claim 64, Hurtado discloses the invention substantially including the system 
where the user database further is operable to maintain information about the media content 
on the digital media playback devices (Hurtado, col. 21, lines 21-30). 



Claim Rejections - 35 USC § 103 

32. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
, having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

I manner in which the invention was made. 

i 

33. Claims 2-11, 23-26, 29-32, 35-37, 46-51, and 60-63 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Hurtado and further in view of Rezvani, et al (US 2002/0077077). 
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34. With respect to claims 2 and 50, Hurtado discloses the system where the content server 
comprises: a user database containing user information uniquely identifying one or more 
users (Hurtado, col. 21, lines 21-25); a content database containing multiple media files and 
metadata associated with each media file of the multiple media files (Hurtado, col. 12, lines 
39-42); a usage rights database containing usage rights information for each media file in the 
content database (Hurtado, col. 20, lines 1 1-15); a license server for issuing content-enabling 
licenses (Hurtado, col. 9, line 66 - col. 10, line 4); and an application server operable to 
communicate with the user database, the content database, the license server, the usage rights 
database, the device database and the download manager (Hurtado, col. 1 1, lines 48-55). But 
Hurtado does not expressly disclose a database containing information on devices. However, 
Rezvani does teach a device database containing device information uniquely identifying one 
or more device types (Rezvani, page 12, paragraph 134). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Hurtado with 
Rezvani in order to facilitate the registration of unique devices with a system that allows 
access to a network (Rezvani, page 1, paragraphs 4). 

35. With respect to claims 3 and 29, the combination of Hurtado and Rezvani (Hurtado-Rezvani) 
discloses the invention substantially including the system where the application server is 
operable to perform the following steps in response to a request for one or more media files 
from the download manager: obtain user information from the user database based on the 
device-identifying information; obtain one or more encrypted media files and metadata 
associated with the encrypted media files from the content database; obtain usage rights 
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information for the one or more encrypted media files from the usage rights database 
(Hurtado, col. 21, lines 21-30); obtain device information from the device database, the 
device information describing functional capabilities of the digital media playback device 
(Rezvani, page 12, paragraph 134); forward the obtained user and device information to the 
license server and receive a license for the encrypted digital media files (Hurtado, col. 21, 
lines 47-54); and distribute the encrypted media files and the license to the download 
manager over the public communication network (Hurtado, col. 21, lines 55-61). 



36. With respect to claims 4, 30, 47, and 61, Hurtado-Rezvani discloses the invention 
substantially including the system where the application server is operable to perform the 
following steps in response to a request for one or more media files from the download 
manager: obtain user information from the user database based on the device-identifying 
information; obtain one or more encrypted media files and metadata associated with the 
encrypted media files from the content database; obtain usage rights information for the one 
or more media files from the usage rights database (Hurtado, col. 21, lines 21-30); obtain 
device information from the device database, the device information describing functional 
capabilities of the digital media playback device (Rezvani, page 12, paragraph 134); forward 
the obtained user information to the license server and receive a license for the encrypted 
media (Hurtado, col. 21, lines 47-54); decrypt the encrypted media files using the received 
license; re-encrypt the decrypted media files, using the device information and usage rights 
information, to a file format that is playable only on the particular digital media playback 
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device; and distribute the re-encrypted media files to the download manager over the public 
communication network (Hurtado, col. 21, lines 55-61). 

37. With respect to claims 5 and 31, Hurtado-Rezvani discloses the invention substantially 
including the system where the application server is operable to perform the following steps 
in response to a request for one or more media files from the download manager: obtain user 
information from the user database based on the device-identifying information; obtain one 
or more media files and metadata associated with the media files from the content database; 
obtain usage rights information for the one or more media files from the usage rights 
database (Hurtado, col. 21, lines 21-30); obtain device information from the device database, 
the device information describing functional capabilities of the digital media playback device 
(Rezvani, page 12, paragraph 134); forward the obtained user and device information to the 
license server and receive a license for the digital media files (Hurtado, col. 21, lines 47-54); 
and distribute the media files and the license to the download manager over the public 
communication network (Hurtado, col 21, lines 55-61). 

38. With respect to claims 6, 32, 49, and 63, Hurtado-Rezvani discloses the invention 
substantially including the system where the application server is operable to perform the 
following steps in response to a request for one or more media files from the download 
manager: obtain user information from the user database based on the device-identifying 
information; obtain one or more media files and metadata associated with the media files 
from the content database; obtain usage rights information for the one or more media files 
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from the usage rights database (Hurtado, col. 21, lines 21-30); obtain device information 
from the device database, the device information describing functional capabilities of the 
digital media playback device (Rezvani, page 12, paragraph 134); encrypt the media files, 
using the device information and usage rights information, to a file format that is playable 
only on the particular digital media playback device; and distribute the encrypted media files 
to the download manager over the public communication network (Hurtado, col. 21, lines 55- 
61). 

39. With respect to claim 7, Hurtado-Rezvani discloses the invention substantially including the 
system of where the user database further contains offer information (Hurtado, col. 20, lines 
11-15). 

40. With respect to claim 8, Hurtado-Rezvani discloses the invention substantially including the 
system of where the device database contains device information uniquely identifying one or 
more type of devices, the device information comprising make, model, manufacturer, and 
functional characteristics (Rezvani, page 4, paragraph 48). 

41. With respect to claim 9, Hurtado-Rezvani discloses the invention substantially including the 
system where the content server further comprises a web server that is connected to the 
application server and to the public communication network, thereby allowing a user to 
communicate with the content server through a web browser (Hurtado, col. 69, lines 52-61). 
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42. With respect to claim 10, Hurtado-Rezvani discloses the invention substantially including the 
system where the web server further is operable to provide representations of media files that 
are playable on the particular digital media playback device, the representations being 
operable to be viewed by the user in the web browser (Hurtado, col. 75, lines 1-35). 

43. With respect to claim 11, Hurtado-Rezvani discloses the invention substantially including the 
system where the application server further is operable to: receive user requests for 
controlling the function of the particular digital media playback device, the user requests 
being supplied by a user through the web browser; and generate control commands to the 
download manager, the control commands instructing the download manager to carry out the 
user requests on the particular digital media playback device (Hurtado, col. 75, line 47 - col. 
76, line 2). 

44. With respect to claims 23 and 35, Hurtado-Rezvani discloses the invention substantially 
including the system where the device-identifying information is obtained from a removable 
nonvolatile storage medium in the digital media playback device (Rezvani, page 4, paragraph 
48). 

45. With respect to claims 24 and 36, Hurtado-Rezvani discloses the invention substantially 
including the system where the device-identifying information comprises a unique 
identification number obtained from the digital media playback device (Rezvani, page 4, 
paragraph 48). 
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46. With respect to claim 25, Hurtado-Rezvani discloses the invention substantially including the 
system where the unique identification number is a serial number (Rezvani, page 4, 
paragraph 48). 

47. With respect to claims 26 and 37, Hurtado-Rezvani discloses the invention substantially 
including the system where the device-identifying information further comprises a state of a 
nonvolatile storage medium in the digital media playback device (Rezvani, page 4, paragraph 
48). 

48. With respect to claims 46 and 60, Hurtado-Rezvani discloses the invention substantially 
including the system where the application server is configured to obtain media content and 
usage rights by: obtaining user information from a user database based on the device- 
identifying information; obtaining one or more encrypted media files and metadata 
associated with the encrypted media files from a content database; obtaining usage rights 
information for the selected media files from a usage rights database (Hurtado, col. 21, lines 
21-30); obtaining device information from a device database, the device information 
describing functional capabilities of the digital media playback device (Rezvani, page 12, 
paragraph 134); where the application server is configured to assemble the media content and 
the usage rights by: forwarding the obtained user and device information to a license server 
and receiving a license for the encrypted digital media files (Hurtado, col. 21, lines 47-54); 
and where the application server is configured to transmit the assembled media content and 
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usage rights by: transmitting the encrypted media files and the license to the digital media 
playback device over a public communication network (Hurtado, col. 21, lines 55-61). 

49. With respect to claims 48 and 62, Hurtado-Rezvani discloses the invention substantially 
including the system where the application server is configured to obtain media content and 
usage rights by: obtaining user information from a user database based on the device- 
identifying information; obtaining one or more media files and metadata associated with the 
media files from a content database; obtaining usage rights information for the selected 
media files from a usage rights database (Hurtado, col. 21, lines 21-30); obtaining device 
information from a device database, the device information describing functional capabilities 
of the digital media playback device (Rezvani, page 12, paragraph 134); where the 
application server is configured to assemble the media content and the usage rights by: 
forwarding the obtained user and device information to a license server and receiving a 
license for the digital media files (Hurtado, col. 21, lines 47-54); and where the application 
server is configured to transmit the assembled media content and usage rights by: 
transmitting the media files and the license to the digital media playback device over a public 
communication network (Hurtado, col. 21, lines 55-61). 

50. With respect to claim 51, Hurtado-Rezvani discloses the invention substantially including the 
system where the user database further is operable to maintain information about the media 
content on the digital media playback devices (Hurtado, col. 21, lines 21-30). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alicia Baturay whose telephone number is (571) 272-3981. The examiner 
can normally be reached at 7:30am - 5pm, Monday - Thursday, and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ario 
Etienne can be reached on (571)272-4001. The fax phone number for the organization where 
this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Alicia Baturay 
May 13, 2005 
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